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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth In 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on April 
19^^ 2007 has been entered. 

Specification 

2. The disclosure is objected to because of the following informalities: on page 3, 
line 30, to page 4, line 5, the specification refers to "two dimensional position sensing 
device 24." The drawings do not show any component labeled as "24." 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 11-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 11: 
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It recites the limitation "wherein said second portion of the redirecting structure 
and said reflective portion are formed as a single structural element." It is dependent on 
claim 16. 

It seems apparent, especially from the further limitations of dependent claim 12, 
that Applicant is attempting here to claim the lens structure shown in Fig. 5, part D, and 
described on page 6, lines 1-5. 

This part of the lens does meet the limitations required of the second portion of 
the redirecting structure: from claim 16, that it redirects "the reflected second part of the 
reflected radiation beam after reflection from the record carrier." 

This part of the lens also reflects part of the incoming beam, as described in 
page 6, lines 1-5, of the specification. 

However, "said reflective portion," as claimed in claim 16, is "for reflecting the 
reflected second part of the reflected radiation beam." This is the beam after it reflects 
from the disc. 

The lens structure of Fig. 5, part D, does not reflect the reflected second part of 
the reflected radiation beam. It reflects part of the incoming beam. The only element in 
the specification that reflects part of the beam after it is reflected from the disc is the 
beam splitter 4 of Fig. 1 . 

Therefore the "said reflective portion" of this claim would appear not to be the 
same reflective portion recited earlier in claim 16. One appears to refer to Fig. 5, part D, 
while the other appears to refer to Fig, 1 , part 4. Therefore Applicant has not particularly 
pointed out and distinctly claimed the subject matter regarded as the invention. 
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Regarding claim 12: 

It is dependent on claim 1 1 . 

Regarding claim 13: 

It recites the limitation "wherein the detection system comprises a single position 
sensitive detector for detecting both the reflected second part and the reflected main 
beam part." 

In the specification, Applicant discloses a single position sensitive detector "to 
detect.. .both the redirected and reflected parts of the beam" (page 9, lines 1-5). The 
"redirected" part of the beam appears to correspond to the claim's "reflected second 
part." However, by reflected part, here the specification is referring to the part of the 
beam reflected by the redirecting structure before it reaches the disc. In the claim, "the 
reflected main beam part" is earlier defined in claim 16 as reflecting from the disc. 
Therefore it appears that "the reflected main beam part" of the claim is different than the 
"reflected main beam part" earlier recited in the claim. Therefore Applicant is not 
distinctly claiming the subject matter Applicant regards as the invention. 

Regarding claim 14: 

This claim has a problem similar to that of claim 12. It recites "wherein the 
reflective portion is selectively reflective in relation to one of the first and second 
wavelength." 

As defined in claim 16, the reflective portion reflects the beam after it reflects 
from the disc. In the specification, the selectively reflective portion reflects part of the 
incoming beam, as described in column 6, line 25 to column 7. line 10. 



Application/Control Number: 10/531,014 Page 5 

Art Unit: 2627 

Therefore "the reflective portion" of this claim cannot be the same reflective 
portion defined in claim 16. 
Regarding claim 15: 
It is dependent on claim 14. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 16, 2-5, and 7/5 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Sugaya et al. (US 6,487,163). 

Regarding claim 16: 
Sugaya discloses: 

An optical scanning device for scanning an optical record carrier by means of a 
radiation beam (Fig. 17), said optical scanning device comprising: 

an optical system for directing said radiation beam to an information layer of the 
optical record carrier (Fig. 17), said optical system comprising means for focusing at 
least a main part of said radiation beam to a spot on said information layer (column 16, 
lines 40-50), and a redirecting structure for redirecting a second part of said radiation 
beam other than said main part along a path to said information layer different from a 
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path of said main part of said radiation beam (column 16, lines 45-55), said optical 
system further receiving and directing a reflected radiation beam, reflected from said 
information layer, inclusive of a reflected main part corresponding to said main part of 
said radiation beam and a reflected second part corresponding to said second part of 
said radiation beam (column 16, line 55 to column 17, line 5); and 

a detection system including an information signal detector for receiving said 
reflected main part from said optical system for detecting an information signal therein 
(column 17, lines 5-30), and a position sensitive detector collocated with said 
information signal detector for receiving said reflected second part from said optical 
system (column 17, lines 5-30), said position sensitive detector detecting a position of 
the reflected second part of the reflected radiation beam (column 17, lines 5-30), 

wherein the redirecting structure comprises a first portion for redirecting the 
second part of the radiation beam when traveling towards the record carrier (column 16, 
lines 40-67), and a second portion for redirecting the reflected second part of the 
reflected radiation beam after reflection from the record carrier (column 16, lines 40-67), 

wherein the optical system comprises a reflective portion for reflecting the 
reflected second part of the reflected radiation beam such that the reflected second part 
follows a path which is different to a path which is followed by the reflected main beam 
part of the reflected radiation beam (Fig. 17: 209. It follows a different path because the 
beams end up on a separate portion of the detector 315), 

and wherein the position sensitive detector detects a position of the reflected 
second part (column 17, lines 5-30). 
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Regarding claim 2: 

In Sugaya said redirecting structure comprises a refractive redirecting portion (it 
is a prism: column 16, lines 40-50). 
Regarding claim 3: 

In Sugaya the redirecting structure comprises a substantially flat surface portion 
(apparent from Figs. 22A and 22B). 
Regarding claim 4: 

In Sugaya the redirecting structure is formed as part of an objective lens system 
in the optical system (column 16, lines 40-50). 
Regarding claim 5: 

In Sugaya the redirecting structure is formed on a surface of a lens element 
(apparent from Figs. 22A and 22B). 
Regarding claim 7/5: 

In Sugaya the redirecting structure comprises a surface potion which is inclined 
with respect to a surrounding lens surface of the lens element (apparent from Fig. 22A 
and 22B). 

Claim Rejections - 35 USC § 103 

7, The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 

8. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sugaya. 
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Sugaya discloses an optical scanning device as discussed above. 

Sugaya does not disclose wherein the redirecting structure covers less than 5% 
of a cross-sectional area of a radiation beam. 

However, it would have been obvious to one of ordinary skill in the art at the time 
of the invention was made to include wherein the redirecting structure covers less than 
5% of a cross*sectional area of a radiation beam. 

The motivation would have been: in the course of routine engineering 
optimization/experimentation to determine the necessary cross-sectional area. 
Moreover, absent a showing of criticality, i.e., unobvious or unexpected results, the 
relationships set forth in the claim are considered to be within the level of ordinary skill 
in the art. 

Additionally, the law is replete with cases in which the mere difference between 
the claimed invention and the prior art is some range, variable or other dimensional 
limitation within the claims, patentability cannot be found. 

It furthermore has been held in such a situation, the applicant must show that the 
particular range is critical, generally by showing that the claimed range achieves 
unexpected results relative to the prior art range(s); see In re Woodruff, 919 F.2d 1575. 
1578, 16 USPQ2d 1934, 1936 (Fed. Cir. 1990). 

Moreover, the instant disclosure does not set forth evidence ascribing 
unexpected results due to the claimed dimensions; see Gardner v, TEC Systems, Inc., 
725 F.2d 1338 (Fed. Cir. 1984), which held that the dimensional limitations failed to 
point out a feature which performed and operated any differently from the prior art. 
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9. Claims 6 and 7/6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sugaya in view of Koike (US 5,216,649). 
Regarding claim 6: 

Sugaya discloses an optical scanning device as discussed in the rejection of 
claim 5 above. 

Sugaya does not disclose "wherein the redirecting structure is a non-rotationally 
symmetric variation in a surface of the lens element." 

Koike discloses a redirecting structure that is a non-rotationally symmetric 
variation in a surface of the lens element (Fig. 10; column 9, lines 1-35). This structure 
is used for the same purpose as Sugaya's structure: redirecting part of the beam for tilt 
detection. 

It would have been obvious to one of ordinary skill in the art to include in Sugaya 
wherein the redirecting structure is a non-rotationally symmetric variation in a surface of 
the lens element, because the two types (symmetric and non-rotationally symmetric) are 
used in the same environment, for the same purpose, and achieve the same result. 

Regarding claim 7/6: 

In Sugaya in view of Koike the redirecting structure comprises a surface portion 
which is inclined with respect to a surrounding lens surface of the lens element (this is 
true in both the lens of Sugaya, as shown in Fig. 22A and 22B, and in the lens of Koike, 
as shown in Fig. 9). 

Response to Arguments 
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10. Applicant's arguments with respect to claims 2-8 and 11-16 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher R. Lamb whose telephone number is (571) 
272-5264. The examiner can normally be reached on 9:00 AM to 6:30 PM Monday to 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Korzuch can be reached on (571) 272-7589. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tlie status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomriation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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